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REMARKS 

Wiihoiil acquiescing lo the propriciy of ilic rejections in the Office Action dated July 7, 
2004, new claim 33 hns been added, and claim 17 has been canceled. Gntiy of these 
aniendmenls, reconsideration of the application, and allowance of all claims pending herein is 
rcspecirully requesled in view of the remarks biilow. Claims 1-9, 13, 14, 16, 24, 25 and 28-33 
arc now pending and under consideration. 

iiI?eclinns/ReslricUrins: 

Tl\c Ollicc Aciion has wirhdrawn claim 17 as depending on claim 15, which was 
previously withdrawn. New claim 33 ineorporaies ihc siibjecl maltur ofprevimis claim 17 and 
depends on claim 16 as original claim 17 was inicndcd lo do. Thus, entry of ntJw claim 33 
substituting for previous claim 17 is respectfully requested. 

Drawings: 

The drawings stand objected lo b^icause they are alleged to be infomial, but sufficient for 
examination puiposes. AppHc;ml is urged in ihe Office Aciion \o pjovide formal drawings. 
Because the drawings are slated lo l.^e sufficicnl for examinalioji puiposes, and applicant has been 
urged, but not required, lo provide sueh foi-ma| drawings at this point, applicant defers providing 
such formal drawings until required lo do so in a Notice of Allowabilily or other communication. 

§ 102 Rejections: 

Claims 16, 24, and 25 stand rejected under 35 U.S.C. § 102(b) as being anticipated by 
Teeri (U.S. Patent No. 3,836,1 95). 

Claim 16 of the pre.senl application recites an adjusiiihle disc spring system which 
includes a plurTiliry ofbcvelcd disc springs axially aligned with an adjustable spacer which is 
plastically compressible in a subsianlially axially direction relalive to the plurality ofbeveled disc 
springs. 
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Tccri discloses a spring pillar assembled from Belleville disc springs aligned parallel to 
one another and connected by binding rings. TIGS. 4 and 6 disclose dcHcciion ol the disc springs 
in a manner such dial ihe binding rings must be: rigid. Specifically, the ends of the disc springs 
which arc received in the binding rings are noi deflected while the opposite ends thereof are 
deflecied toward one another. Thus, it is evident from the position of the dcdcclcd disc springs 
in these figures (i.e.» the disc springs appear defornnid but not the binding rings) that the bindings 
rings must be rigid, fhe specificalion of Tccri also discloses that the binding rings may be made 
ofsieel plate rings and finther that such binding rings n:iay also be made from an elastic material, 
such ius rubber or synlhetic rubber {See coL 2. lines 57-60 as sitf^i^estecl in Office Action). 

I-Iowcvcr, tlicrc is no disclosure ofibc binding rings being made of a plastically 
compressible material, as is recited in claim 16 of Ihc present applicaiion. The plastically 
compiossihle nature oflhe spacers recited in claim 16 of the present application allows such 
spacers to he adj listed or preloaded. More specifically, ihe spacers may be plastically deformed 
in a prodiciablo manner which allows ihem In be adjusted iu fine inurements to achieve a precise 
adjustment. For example, as dopicled in FIGS, 9-1 1 of the present applicution, the deflection or 
adjustment of such spacers in combination with various disc spring systems may be predicted 
based on Ihe force applied. Tlie adjusntieni nr preload of such spacers in the various disc spring 
syslems disclosed allow such disc springs systems to be utilized in applications requiring precise 
udjustmenis and spacing of different components, for example, in a bearing assembly. However, 
there is no <lisclosure of the binding rings in Teeri being adjustable spacers or that adjustment of 
such binding rings by a Ibrce is desirable. Tn fact, the binding rings in Teeri are dcsciibe4 iis 
being elaslic and depicted as being rigitl hut noi as being plastically defonnablc or adjustable. Tn 
contrast, the spaccre described in the preseni application are intended lo be plastically deformed 
to particular dimensions to provide a cerlain spacing, for example, in a bearing assembly. Thus, 
because an adjustiihle spacer which is plastically compressible und disc springs axially aligned 
witli such spacers arc noi idenlically disclosed in Tccri, claim 16 of the present application 
cannot be anticipated thereby. Thus, claim 16 is believed lo be allowable along with the claims 
depending Ihereon which are bclievetl to be allowable for Ihe reasons described and for their own 
additional feuturcs. 
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§ l03ReJccrion!i: 

Claims 1 -6, 9, 1 3, 1 4, anil 2S-32 stand rejected under 35 U.S.C. § 103(a) as being 
obvious ovcrTccrj in view of Rude (U.S. Palcni No. 4,067,585). Specifically, Tccri is alleged to 
disclose the subjcci matter rocirod in claim 1 except for a spacer being plastically compressible lu 
allow axially adjustment in response to a force placed on the spocer, which is alleged lo he 
ilisclosed by Rode. 

Claim 1 oflhe present applicalion recites an adjustable disc spring system which includes 
al least one beveled disc spiing axially aligned with an adjustable spacer. The adjustable spacer 
is pkislically compressible in a substantially axially direction relative to the at lea-st one beveled 
disc spring lo allow an axial adjustment to the adjustable spacer in response lo a force placed on 
the spacer. 

As noted above, Teeri discloses n sprii^g pillar assembled from disc springs aligned 
parallel to one anoiher and connected l^y binding rings. The springs are elastic while the binding 
rings are rigid or elastic. Rode discloses a spacer which is dcftirmahle in response to a forced 
being placed rhcreon. The deformation in Rode may be clastic and further may be plastic when it 
is deformed beyond an elastic limit thereof. 

However, there would he no reason for one skilled in the art to combine these references. 
In particular, Tecri lacks the disclosure of a spacer being plastically compressible to allow axial 
adjustment in response to a force placed on such spacer according to rite OJllcc Action. The 
Office Action alleges thai it would have been obvious for one of ordinary skill in the art lo have 
modified I'em's adjustable disc spring lo have included a spacer such as taught by Rode to 
provide a spacer that can accommodate n muliiuide of loads. It is fuithcr alleged thai it would be 
obvious to use such a spacer which is claslically dcfonned in n first stage of compression and 
plastically deformed I hereafter such thai ihe spacer would renuiin rigid, hi ihi.s manner, a 
modified spring systcnn of 1 eeri would be able to accommodate a much wider range of loads ius 
tauglit by Rode. 
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Rode teaches an adjusluble spacer which may be plasiicuUy deformed to particular 
dimensions iis iioled uhove, buU Tccri does iiol disclose ihe desiruhilily of permanently or 
pluslically deforming any i"wmion ihereofnor ihe desirabiljiy ofcombining an adjuslublt: spacer 
iherewtlh. Inslend, there is no disclosure in Teeri of the desirability ofachicving Ihc yoals 
outJinud in Ihe OlTiee Aciion as a rationale for comhininy ihesc references, I'hc mere existence 
ol ihe Rode spacer docs not provide a ralionale for combining iL wiih ihe spring pillar system in 
rceri. 'l eer! discloses conical disc springs being connected by binding rings and specifically 
discloses that they may be elastic or rigid and thai ihe disc spring pillar is characterized in that ii 
works as hiMh a pressure spring and a icnsion spring (e.g., it can be loaded in boUi directions) as 
described in colimm I, bin ihcre is no explicit disclosure of llie desirability of plastically 
deforming the binding rings jo adjust them. iHiriher, 'fecri describes a dynamic load cupaciiy of 
ihe springs utilized therein. In conLrasi, Rode discloses a spacer vvhich is deformed to created a 
predetermined load on a part which it is desired lo nuiiniain under a predetermined cnnsumi loud 
as described, for C):ample, in rhe Abslrycl, The predetermined constant load as described in Kode 
leaches away from ilic dynamic use of the spring pillar such ihai il may work as both a pressure 
spring and a tension spring in I'eeri. There would be no reason to combine a spacer which is 
utilized to maintain a piedelermined conslant load with a sprint* pillar which acts as both a 
pressure spring and a tension spring and which receives a dynamic load, la particular, one would 
not look to a spacer ay in Rode Lo accompliiih ihe purpose staicd in Tccri, nor Is there any reason 
or indication to I'hilieve thai such a ct^mbinaiion would iiatisfy iho purposes of Teeri. Moreover, 
(hero is ni> porlii^n of Teeri whicli is cited as .SLiggesiiiig a cojnbiiiaiion with Rode, and instead it 
is only with hindsight reasoning of applicant's invention that Uicsc references have been selected 
and combined in an attempt to support an obviousness rejeclion of claim U ^nd to do so is 
iniproper. 

Further, if Teeri was combined with f^ode as alleged, the combination would be 
unsatisfacloiy for the intended purposes of Teeri. For example, col. 1, lines 42-45 and lines 59- 
65 disclose thai the disc spring pillar assembly in Teeri works as both a pressure spring and a 
(ension spring. In particular, Teeri describes the binding rings as being rigid or elastic and the 
disc .springs as bcin^ clastic, but not the disc springs or the bindings rings being plastically 

10 

PA(£11/13'RCVDAT«7/2004 3:38:t6PM[EastimDaylp 



SEP. -07" 04(TUE) 15:40 HESLIN ROTHENBERG TEL:518 452 5579 P. 012 

Response Umier S7 CtH g Li 16^- FjcptnIitL'/i Procudtirc - ExaniMns Croup 56H3 

Serial Nuniber:I0m4,2Si 
Doci(etNo. 0545.024 

compressible. A.s nnied, I he Office Aciion allcyes ihm. ii would have been obvious lo have 
modified Teeri's melhod orndjiislint* ii disc ,spriiit; sysicm lo include :i slep orpluslicoily 
comprcssinoi n spacer as taiighl by Rode lo achieve a consumt desired lend from Ihe .sp:icer afier 
Ihe compression in order lo be :jble to use one type ofspring system for :i wide range of loads 
iiislcad orimvinti to change oul i\ mcud spacer for an elasiic spacer ur vice versa. However, iJ the 
spacer of Rode were to he incorporated into 1'eeri and the adjusuible spncer was plasiically 
compressed xo allow an axial adjusii^ieni lo the spacer in respoiLse to a force placed on the spacer, 
Ihere is no reason from n review of Rode to believe the resultinfi device would work as a pressure 
spring and a tension spring. In particular, Rode merely describes ihe use of the spacer described 
(herein as being iiscfiil to create a predeiermined load on a pari, which is desired to nicnnlain a 
predetermined constant load, but there \^ jio reason to believe thut the spacer would provide any 
desired properlies in a situaiion where it was under both a pressure force and a tension force. 
Accordingly, there would be no reason for one skilled in the art lo combine Teeri and Rode. 

'finis, liecausc ihere is no suygeslion or ni4>liva(ion Ibr combining Tccri and Rude, and 
such a combination would make feeri unsatisfactory for its intended purpose, claim I cannot be 
obvious over ihese references. The dependent claims are believed noi lo be obvious for Ihe same 
reasons and lor their own additional fealures, Acc4>rdingly, claim 1 and the claims dependiny 
Ihei^on are believed to be allowable. 
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CONCI.USION 

II is believed thai the cinims of \he application arc in conclirion for allowance, and such 
actum is respeclfully rcquesied. 

If a IclcplioiK conl'ercnce would be of assistance in advuncinj} prosecution oflhe suhjecl. 
application, tlic lixaiiiiuer is invited to tclcphojic the undersigned uLtumey al (he teleph(>ne 
number provided. 



Respectfully sabmilleil, 

Victor A. CiirLlonu 
Allorney for Applicant 
Registration No. 44,589 

Dalcd : Sepli;m her H ■ 200^1 



IIESLIN ROTHENBICRC I'AKLIiY & MESITi. P.C. 

5 Columbia Circk 
Albany, New York 1?.203 
Telephone: (5 1 8) 452-5600 
Facsimile: (518)452-5579 
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